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Abstract

The purpose of this research is to analyze legal certainty and legal protection against cancellation
of registered trademarks (Decision Study Number 03/Pdt.Sus-MEREK/2015/PN Niaga Medan).
The type of research used in writing this thesis is normative juridical research. Normative juridical
research, "is a research conducted by examining literature or secondary data such as laws and
regulations, legal theory, and opinions of leading legal scholars". The data used as material for the
analysis of this thesis research is secondary data, namely the data in this study consists of primary
legal materials, secondary legal materials and tertiary legal materials. The analysis was carried out
by means of qualitative analysis, namely an analysis that uses normative (juridical) aspects through
a method that is descriptive in nature, an analysis that describes an overview of the legal materials
obtained and links them to one another to obtain a general conclusion. The results of the study
show that the implementation of trademark registration must be based on the good intentions and
honesty of the trademark registrar to register their mark without any hidden intention to hitchhike
or knock over other people's marks in order to gain the maximum economic advantage. Good faith
in trademark registration includes an understanding in a subjective sense whereby a trademark
registrant must have good and honest intentions in his heart to register his mark solely to protect
said mark from fraudulent actions by other parties. Thus it can be said that in the case of trademark
registration by the trademark registrant, the intention, both subjectively and objectively, must
comply with the provisions of the laws and regulations that apply in the field of marks. In order to
fulfill the legality of trademark ownership, the trademark registrant must have a trademark
certificate, because a trademark certificate is proof that the mark has been registered and also as
proof of ownership. By having legality, the brand owner will get legal protection which is a
guarantee to process if there is a violation of the mark..
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1. INTRODUCTION

Intellectual Property Rights or known by the abbreviation IPR, comes from the translation of
Intellectual Property Rights which comes from the Anglo Saxon legal system. Substantively, the
notion of Intellectual Property Rights (IPR) can be said to be the right to ownership of works that
arise or are born due to human intellectual abilities in the field of science and technology.
Meanwhile, Helianti Hilman, in a paper entitled "The Benefits of Protecting Intellectual Work in
the Intellectual Property Rights System" provides an understanding that what is meant by
Intellectual Property Rights is an exclusive right granted by the state to a person or group of people
or entities to hold a monopoly in using and benefiting from intellectual work that contains IPR. IPR
law is a law that must keep abreast of technological developments to protect the interests of
creators. The word property or ownership in IPR has a more specific scope compared to the term
wealth. This is also in line with the concept of Indonesian civil law which applies the term property
to objects that are owned by a person. One type of IPR is a brand.
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According to Article 1 paragraph (1) of the Law of the Republic of Indonesia Number 20 of
2016 Concerning Marks and Geographical Indications (hereinafter referred to as Law No. 20 of
2016), a Mark is a sign that can be displayed graphically in the form of an image, logo, name,
word, letters, numbers, color arrangements, in the form of 2 (two) dimensions and/or 3 (three)
dimensions, sounds, holograms, or a combination of 2 (two) or more of these elements to
distinguish goods and or services produced by persons or entities law in trading activities of goods
and/or services. Brand discovery begins with findings in the field of other interrelated intellectual
property rights. As in a brand, there are elements of creation, for example logo designs, letter
designs or number designs. There is copyright in art, so what is protected is not copyright in art, but
what is protected is the brand itself. Brands are very valuable in IPR because they are associated
with the quality and desire of consumers in a product or service. With a brand, someone will be
interested or not interested in consuming something. Something that is not visible in the brand can
make users or consumers loyal to the brand.

Trademark rights will be obtained after registration. Mark owners will also receive legal
protection if they have applied for registration of their mark in accordance with the provisions in
Acrticle 4 to Article 19 of Law no. 20 of 2016. In submitting a trademark application, the applicant
must meet the material requirements and formal requirements. Material requirements are
requirements in which the registered mark does not conflict with absolute reasons and relative
reasons, while formal requirements are requirements related to administrative documents. There are
2 (two) ways to apply for registration of a mark, namely the usual way and with priority rights.
Applications for registration in the usual way are made because the mark being requested for
registration has never been registered at all, while applications for registration with priority rights
are made because the mark to be registered in Indonesia has already been registered in another
country. According to registration with the Constitutive (active) system with its doctrine of "prior
in filling" that the party entitled to a trademark is the party registering the trademark, also known as
the principle of "presumption of ownership”. So the registration creates a right to the mark. The
party that registers is the only one entitled to a mark and third parties must respect the rights of the
registrant as absolute rights.

Acrticle 21 Law no. 20 of 2016.

In legal protection for trademark rights holders, there are several principles used, including:

1. Territoriality Principle
This principle can be formulated as a limitation on the scope of legal protection for a
registered mark. The boundaries are the jurisdictions of the countries concerned where the
mark is registered. The consequence is that a trademark registered in Indonesia does not
protect the use of the mark in other countries.
2. Principles of National Treatment
The principle of National Treatment is one of the important basic principles in relation
to trademark protection within the framework of relations between countries. This principle
requires that foreigners be subject to provisions that apply to nationals of the country
concerned or can also be said to be Non-Discrimination Treatment.
3. Constitutive Principle
This principle has been used since Law Number 19 of 1992 and Law Number 14 of
1997. This principle stipulates that trademark protection is given to the first registrant. One
of the main objectives contained in this system is to eliminate or minimize the emergence of
disputes where the rights to a mark are based on ownership of the first registrant.
4. Declarative Principle
The declarative principle, also known as the first-to-use principle, means "brand rights
are based on first use". This principle is used in Law Number 21 of 1961. A declarative
system based on legal protection for those who first use a mark, apart from not guaranteeing
legal certainty, also creates problems and obstacles in the business world.
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In practice, in business activities, it is often found that the same brand is used for several
goods and/or services that are actually produced by different business actors. The use of a mark by
several business actors can occur for the same class of goods and/or services or also for different
classes of goods and/or services. If a trademark violation is found, the aggrieved party can
complain about the violation through the Commercial Court. The commercial court is the
Commercial Court is a special court that is within the scope of the general court of cases that
become the competence of the commercial court is to only handle cases of Intellectual Property
Rights. The provisions of the Law on Trademarks and Geographical Indications Number 20 of
2016 use the Commercial Court channel as an institution to resolve trademark disputes. The trading
business is named "Toko FORTUNE". The business license has been registered with the Medan
City Government as evidenced by a Business License issued by the Department of Trade, Land and
Building Tax on behalf of Toko REZEKI, as well as a certificate of domicile issued by the Head of
the Central Market Village of Medan Kota District, Medan City.

This business has been running well for quite a long time, and is well known by the wider
community and has many customers. Around 2005, a shop with the same name as the shop owned
by Seniawaty Loeis was established, and it was located not far from “Toko FORTUNE” which was
owned by Seniawaty Loeis. Seniawaty Loeis has been economically disadvantaged by having a
shop with the same name as hers. Not a few people go shopping at Ng Tek Seng's “REZEKI Shop”
because they don't know the real “REZEKI Shop”. Seniawaty Loeis has known this. In 2006
Seniawaty Loeis gave a warning (subpoena) to Ng Tek Seng for using the name "Toko REZEKI".
In the same year, Ng Tek Seng registered the brand "Toko REZEKI" with the Directorate General
of Intellectual Property Rights, Ministry of Law and Human Rights of the Republic of Indonesia,
under the name "Toko REZEKI", with certificate number IDM000137573.

Against this lawsuit the Medan District Court Judge decided to grant Seniawati Loeis'
lawsuit, and stated that Seniawati Loeis was the sole owner of the mark who had the exclusive right
or special right to use the mark in Indonesia, and ordered the Ministry of Law and Human Rights of
the Republic of Indonesia to recorded the cancellation of the registration of the trademark "Toko
REZEKI" with certificate No. IDM000137573. Based on the description above, a study was
conducted with the title "Analysis of Legal Certainty, Legal Protection Against Cancellation of
Registered Marks (Study of Decision Number 03/PDT.SUS-Merek/2015/PN Niaga Medan).

2.LITERATURE REVIEW
2.1.Legal Certainty Theory

Legal certainty refers to the enactment of a law that is clear, permanent, consistent, and
consequently the implementation of which cannot be influenced by subjective circumstances. Legal
certainty according to Gustav Radbruch in Theo Huijbers is the relationship between justice and
legal certainty that needs attention. Therefore legal certainty must be maintained for the sake of
security in the country, positive law must always be obeyed, even if the contents are unfair or also
not in accordance with the objectives of the law, but there are exceptions, namely when the conflict
between the contents of the legal system and justice becomes so great , so that the legal system
seems unfair at that time the legal system may be released.

2.2.Legal Protection Theory

The theory of legal protection according to Salmond is that law aims to integrate and
coordinate various interests in society because in a traffic of interests, the protection of certain
interests can be done by limiting various interests on the other side. The interest of law is to deal
with human rights and interests, so that law has the highest authority to determine human interests
that need to be regulated and protected. Satjipto Rahardjo, legal protection is to provide protection
for human rights (hereinafter referred to as HAM) which are harmed by other people and this
protection is given to the community so that they can enjoy all the rights granted by law.
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2.3.Conception

The concept comes from the Latin, conceptus which means an activity or process of
thinking, the power of thinking, especially reasoning and consideration. The concept is one of the
most important parts of the theory. The role of concepts in research is to connect the world of
theory and observation, between abstraction and reality. The concept is defined as a word that
unites generalized abstractions from specific things called operational definitions. The conceptual
framework is a description between specific concepts which are a collection in a related sense, with
terms that will be examined and/or described in scientific work.

3.METHODS
3.1.Types of Research and Nature of Research

The type of research used in writing this thesis is normative juridical research. Normative
juridical research, "is a research conducted by examining literature or secondary data such as laws
and regulations, legal theory, and opinions of leading legal scholars". Normative legal research is
“legal research that places law as a system of norms.

3.2.Data source

This research is contrary to the notion that research essentially includes data collection
activities, data analysis and data construction, all of which are carried out systematically and
consistently. The data used as material for the analysis of this thesis research is secondary data,
namely the data in this study consists of primary legal materials, secondary legal materials and
tertiary legal materials.

3.3.Data collection technique

Data collection techniques used in this study are:
a. Library Studies (Library Research)

Literature study is the single method used in normative legal research.
b. Field Studies (Field Research)

Field studies are direct data collection using data collection techniques.

3.4.Data analysis

The analysis was carried out by means of qualitative analysis, namely an analysis that uses
normative (juridical) aspects through a method that is descriptive in nature, an analysis that
describes an overview of the legal materials obtained and links them to one another to obtain a
general conclusion. From the results of this analysis will be drawn deductive conclusions with the
deductive method. That is a way of thinking that draws conclusions based on facts that are general
in nature and then specific, that fact is the result of the Judge's decision which is analyzed in the
case raised.

4.RESULTS AND DISCUSSION
4.1.Cancellation of Registered Marks
The act of canceling a registered mark can only be carried out in a trademark dispute relating
to the ownership of rights to a trademark, not to a trademark dispute regarding the use of rights to a
trademark. Arrangements regarding the cancellation of registered marks are contained in Article
76, Law no. 20 of 2016 namely:
1) A lawsuit for cancellation of a registered Mark can be filed by an interested party based on
the reasons referred to in Article 20 and/or Article 21.
2) Mark owners who are not registered can file a lawsuit as referred to in paragraph (1) after
submitting an application to the Minister.
3) A lawsuit for cancellation was filed with the Commercial Court against registered Mark
owners.
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The decision of the Commercial Court in question can only be submitted at the cassation
level. The court clerk concerned immediately conveys the contents of the Court's decision to the
Directorate General of Intellectual Property Rights, which will only carry out the removal of the
mark in question from the General Register of Marks if the decision of the judicial body has been
received and has permanent legal force as stated in Article 78 of Law No. 20 of 2016, namely;

1) Against the decision of the Commercial Court for the lawsuit for cancellation as referred to
in Article 76 paragraph (3) an appeal may be filed.
2) The clerk of court shall immediately deliver the decision to the parties to the dispute,

The Registrar of the Supreme Court must convey the contents of the cassation decision to the
clerk no later than 7 (seven) days after the date the decision on the cassation request was
pronounced. Based on the description above, it is clear that the act of canceling mark registration
was carried out because:

1. Good Faith

The definition of good faith in law subjectively is the honesty of a person in carrying out a
legal action, while in the objective sense of good faith is the implementation of an agreement must
be based on compliance norms or what is felt according to what is appropriate in society.

The subjective definition of good faith is contained in Article 530 of the Civil Code which
regulates the position of power (bezit) which implies an honest attitude or behavior in carrying out
every action and deed in society. Good faith in an objective sense is also called decency, this is
formulated in Article 1338 paragraph (3) of the Civil Code which states that, "An agreement must
be implemented in good faith".

2. Legal Legality

In order for a mark to receive legal protection, the mark must be registered at the Directorate
General of Intellectual Property Rights (Dirjen HKI). Because it is stated in Article 1 point 5 of
Law no. 20 of 2016, that:

"Brand rights are exclusive rights granted by the state to trademark owners who are
registered for a certain period of time by using the mark themselves or giving permission to
other parties to use it."

A registered mark has the exclusive right to prohibit third parties without the permission and
knowledge of the mark owner from using the same mark for goods and/or services that have been
previously registered. What is meant by special rights granted by the state to owners of registered
marks include:

a. Creating sole rights (sole or single right)
Laws or laws give separate rights to brand owners. That right is separate and
independent in its entirety without the interference of other parties;
b. Realizing monopoly rights
Anyone is prohibited from imitating, using, and using in trading goods and services
without the permission of the brand owner;
c. Giving superior rights
Superior rights are rights granted by the doctrine of superior rights for the first
applicant. Therefore, the holder of special rights to a brand is superior to other people's
marks to be protected.
3. Discriminating Power

According to Law Number 20 of 2016 in Article 1 number 1 which reads:

"A brand is a sign that can be displayed graphically in the form of an image, logo, name,
word, letter, number, color arrangement, in 2 (two) dimensions and/or 3 (three) dimensions,
sound, hologram, or a combination of 2 ( two) or more of these elements to differentiate the
goods and/or services produced by a person or legal entity in the activity of trading goods
and/or services”.
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From this article, a brand is essentially a sign. However, in order for the mark to be accepted
as a brand, it must have differentiating power. What is meant by having differentiating power is
having the ability to be used as a sign that can distinguish the results of one company from another.
Cannot be accepted as a mark if the sign is simple, such as a picture of "A Piece of a Line" or a
sign that is too complicated, such as a picture of "Tangled Threads". In marketing, the brand acts as
a sign that guides consumers to identify the source of the goods attached to it. So that based on its
designation, the meaning of a brand is in line with the definition of a brand as conveyed by
Harsono Adisumarto "A brand is an identification mark that distinguishes one's property and that of
another person..," namely mutatis mutandis with the concept of a brand at the level of Intellectual
Property Rights (IPR) by Wauran that " IPR can be understood as the property of an individual
over the results of his intellectual work including to enjoy the material and/or non-material
consequences of the work.

4.2.Evidence that can be submitted by the first brand user in a trademark cancellation
lawsuit

The law of evidence in civil procedural law occupies a very important place. Proof is
"presenting legal evidence to a judge examining a case in order to provide certainty about the truth
of the events put forward". The essence of trademark registration is to make it easier to prove who
is the owner of the mark or the first user of a mark. Because according to the principle of civil
procedural law, everyone can claim an object belonging to another person as the property of the
applicant if he can prove it. Proof aims to seek the truth and legal certainty. Proof in civil
procedural law says that proving means giving certainty to the judge because that proof takes place
in the judicial process. Besides that, the issue of proof is a very important factor, bearing in mind
that electronic data is not only not yet accommodated in the Indonesian procedural law system, but
in reality the said data is very vulnerable to being altered, intercepted, falsified and sent to various
parts of the world in a matter of seconds. So that the resulting impact can be so fast.

1. Requirements and evidentiary procedures that can be submitted by the first trademark user in a
trademark cancellation suit

In Indonesia, trademarks that have been registered can still be sued by other parties. For this
reason, other instruments or other supporting evidence must be properly owned by the holder of the
rights to the trademark, this is related to proving that if a case occurs, having evidence from
beginning to end will get maximum legal protection. Brand owners wishing to file a lawsuit for
cancellation must provide sufficient evidence to prove that the mark they own is a well-known
brand. It should be noted that the reputation of a well-known brand is obtained due to vigorous and
large-scale promotion, investment in several countries in the world by the owner and accompanied
by proof of registration of the mark in several countries. If these things are deemed sufficient, the
commercial court may order an independent institution to conduct a survey in order to obtain
conclusions about whether or not the mark is the basis for the rejection. This is regulated in the
Regulation of the Minister of Law and Human Rights No. 67 of 2016 concerning Trademark
Registration.

A mark that can get legal protection from the state is a registered mark that is valid and
recognized by law and has a register number, so that it gets protection from the state through the
court office. While brands that have not been or are not registered do not receive legal protection
from the state.

2. Evidence that can be submitted by the first trademark user so that he can apply for cancellation
of the registered mark
a) Administratively
Registration is carried out to ensure that the application for registration of a mark
meets administrative requirements which include the application form, trademark label,
proof of payment of the application fee, statement of trademark ownership, power of
attorney if the application is submitted through a proxy, and proof of priority if the
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application is filed using priority rights. If the incompleteness of the requirements is found in
the form of a statement of brand ownership, or a power of attorney, the applicant can fulfill
the completeness of the requirements within a maximum period of two months from the date
of sending the notification letter to fulfill the completeness of the requirements. However, as
described in the previous sub-chapter, if the incomplete requirements are not included in one
of the minimum requirements, it means that the application is entitled to a date of receipt and
has the right to be announced.
b) Financially

The basic concept of granting trademark rights is that a mark is an intellectual
property object. Trademark is a property right that is born from human intellectual ability
through creativity and intention, with the sacrifice of energy, thought, time and money,
which makes the work of economic value. The economic value attached to property rights
gives rise to the conception of wealth (property). With the concept of wealth, the state
provides legal protection for the mark. Brand owners need to be legally protected against
anyone who uses them without permission. Mark registration aims to obtain legal certainty
and legal protection of trademark rights. Brands play a very important role in economic life,
especially in the world of trade in goods and services to differentiate them from other similar
products in one class. Classes of goods and services are groups of types of goods and
services that have similar characteristics, methods of manufacture and intended use.
Trademark registration is legal evidence of a registered mark, mark registration is also used
as a basis for rejecting the same brand as a whole or the same in principle as applied for by
another person for similar goods or services. Mark registration as a basis for preventing other
people from using the same mark in principle or as a whole in the circulation of goods or
services.

5.CONCLUSION

Based on the discussion that has been stated previously, the conclusion of this study is that
the implementation of mark registration must be based on the good intentions and honesty of the
trademark registrant to register their mark without any hidden intention to copy or drop someone
else's mark for the greatest possible profit. economy. Good faith in trademark registration includes
an understanding in a subjective sense whereby a trademark registrant must have good and honest
intentions in his heart to register his mark solely to protect said mark from fraudulent actions by
other parties. Thus it can be said that in the case of trademark registration by the trademark
registrant, the intention, both subjectively and objectively, must comply with the provisions of the
laws and regulations that apply in the field of marks. In order to fulfill the legality of trademark
ownership, the trademark registrant must have a trademark certificate, because a trademark
certificate is proof that the mark has been registered and also as proof of ownership. By having
legality, the brand owner will get legal protection which is a guarantee to process if there is a
violation of the mark.
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